Appl. No. 10/047,769 

Amdt. dated December 20, 2007 

Reply to Advisory Action of October 31, 2007 

REMARKS/ARGUMENTS 

In the Advisory Action mailed October 31 , 2007, the Office Action rejected claims 47-53, 55- 
63, 65-72 and 74-75 under 35 U.S.C. § 103. 

Applicants respectfully respond to the Office Action. 

I. Rejection of Claims 47-53, 55-63, 65-72 and 74-75 Under 35 U.S.C. § 103(a) 

The Office Action rejected claims 47-53, 55-63, 65-72 and 74-75 under 35 U.S.C. § 103(a) 
based on U.S. Patent No. 7,212,306 to Chrisop et al. (hereinafter, "Chrisop") in view of U.S. Patent 
No. 7,148,980 to Tominaga (hereinafter, "Tominaga"). This rejection is respectfully traversed. 

35 U.S.C. § 103(c) states that: 

Subject matter developed by another person, which qualifies as prior art only 
under one or more of subsections (e), (f), and (g) of section 102 of this title, 
shall not preclude patentability under this section where the subject matter 
and the claimed invention were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same 
person. 

Under 35 U.S.C. § 103(c) and M.P.E.P. § 706.02(1)(1), the Chrisop reference is disqualified as prior 
art for purposes of 35 U.S.C. § 103 against the claimed invention because this reference and the 
claimed invention were, at the time the invention was made, owned by the same person or subject to 
an obligation of assignment to the same person or organization . More specifically, the Chrisop 
reference and the present application were, at the time the invention was made, both subject to an 
obligation of an assignment to the same organization, namely Sharp Corporation, which is also 
known as Sharp Kabushiki Kaisha, the Japanese form of the entity name. (Please see Appendix A 
with a definition from wikipedia.org that explains that the phrase "Kabushiki Kaisha" roughly 
translates to "Co., Ltd.") 

Applicants are attaching in Appendix B a redacted agreement between Sharp Laboratories of 
America, Inc. and Sharp Corporation (a.k.a. Sharp Kabushiki Kaisha). As shown in the redacted 
agreement, there is an obligation of an assignment from Sharp Laboratories of America, Inc. to Sharp 
Corporation (a.k.a. Sharp Kabushiki Kaisha). 
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A search of patents in the U.S. Patent database will show that the common procedure for 
these corporate entities is to first have the patent application assigned from the inventors to Sharp 
Laboratories of America, Inc., and then from Sharp Laboratories of America, Inc. to Sharp 
Corporation (a.k.a. Sharp Kabushiki Kaisha). The following list is only a partial list of U.S. Patents 
that have followed this assignment process: 



U.S. Patent No.: 


First Assignee: 






Second Assignee: 


7,212,306 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,209,245 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,208,768 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,208,372 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,206,804 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,205,238 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,203,620 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,203,234 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,199,029 


Sharp Laboratories 


of America. 


Inc. 


Sharp Kabushiki Kaisha 


7,197,709 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,194,700 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,194,688 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,194,147 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,192,866 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,192,802 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,192,479 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,191,246 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,190,526 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,190,487 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 


7,190,477 


Sharp Laboratories 


of America, 


Inc. 


Sharp Kabushiki Kaisha 
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7,189,016 



Sharp Laboratories of America, Inc. 
Sharp Laboratories of America, Inc. 
Sharp Laboratories of America, Inc. 
Sharp Laboratories of America, Inc. 
Sharp Laboratories of America, Inc. 



Sharp Kabushiki Kaisha 
Sharp Kabushiki Kaisha 
Sharp Kabushiki Kaisha 
Sharp Kabushiki Kaisha 
Sharp Kabushiki Kaisha 



7,188,353 



7,187,691 



7,187,668 



7,186,663 



II. Rejection of Claims 47, 57 and 67 Under 35 U.S.C. § 103(a) 

The Office Action also rejected claims 47, 57 and 67 under 35 U.S.C. § 103(a) based on U.S. 
Patent No. 7,212,306 to Chrisop et al. (hereinafter, "Chrisop") in view of U.S. Patent No. 7,148,980 
to Tominaga (hereinafter, "Tominaga"). For the reasons set forth above, the Chrisop reference is 
disqualified as prior art for purposes of 35 U.S.C. § 103 against the claimed invention. 
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III. Conclusion 

Based on the foregoing, Applicants respectfully request that the rejections be withdrawn and 
that a timely Notice of Allowance be issued in this case. If there are any remaining issues preventing 
allowance of the pending claims that may be clarified by telephone, the Examiner is requested to call 
the undersigned. 



Date: December 20, 2007 

MADSON & AUSTIN 
15 West South Temple, Suite 900 
Salt Lake City, Utah 84101 
Telephone: (801) 537-1700 



Respectfully submitted, 




/Wesley L. Austin/ 



Wesley L. Austin 
Reg. No. 42,273 
Attorney for Applicant 
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Kabushiki kaisha - Wikipedia, the free encyclopedia 

Kabushiki kaisha 
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From Wikipedia, the free encyclopedia 

Kabushiki kaisha or kabushiki gaisha jt^^t ? lit. "stock 

companies") are a type of company kaisha') defined under 
Japanese law. 



Contents 

■ 1 Usage in language 

■ 2 History 

■ 3 Formation 

■ 3.1 Articles of incoiporation 

■ 3.2 Receipt of capital 

■ 4 Structure 

■ 4.1 Board of directors 

■ 4.2 Auditing and reporting 

■ 4.3 Officers 

■ 5 Other legal issues 

■ 5.1 Taxation 

■ 5.2 Derivative litigation 

■ 6 See also 

■ 7 Footnotes 



Usage in language 

Both kabushiki kaisha and the rendaku form kabushiki gaisha are 
used. The "K" spelling is much more common in the names of 
companies and in English-language legal literature, whereas the "G" 
pronunciation is more common in Japanese. 

In Japanese, "kabushiki gaisha" can be used as a prefix (e.g. ffi.^^ 
^tMM. Kabushiki Gaisha Dentsu) or as a suffix (e.g. K3^iS^ 
^fc^^tt Toyota Jiddsha Kabushiki Gaisha). It is often abbreviated 
as "(#fc)," its first character. 

Many Japanese companies translate the phrase "kabushiki kaisha" as 
"Co., Ltd." while others use the more Americanized translations 
Corporation or Incorporated. English texts often refer to kabushiki 
kaisha as "joint stock companies"; while this is close to a literal 
translation of the term, the two are not the same. The Japanese 
government previously endorsed "business corporation" as an official 
translation^ but now uses the literal translation "stock company."^ 

History 




Companies law 
Basic forms: 

Sole proprietorship 
Partnership 
(General • Limited • LLP) 
Corporation 

(LLC) 
Cooperative 
United States: 
Business trust 
LLLP • Series LLC 
Delaware corporation 
Nevada corporation 
European Economic Area, 
including European Union: 
SE • SCE 
United Kingdom / 
Commonwealth / Ireland: 

Limited company 
(By shares • By guarantee) 
(Public • Proprietary) 
Community interest company 
Civil law countries: 
AB • AG • ANS • A/S • AS 
K.K. • N.V. • OY • S.A. • GmbH 
Doctrines 
Corporate governance 
Limited liability • Ultra vires 
Business judgment rule 
Internal affairs doctrine 
De facto corporation and 
corporation by estoppel 
Piercing the corporate veil 
Rochdale Principles 
Related areas of law 
Contract • Civil procedure 



)://en.wikipedia.org/wiki/Kabushiki_kaisha 



12/20/2007 



Kabushiki kaisha - Wikipedia, the free encyclopedia 



Page 2 of 6 



The first kabushiki kaisha was the First National Bank of Japan, incorporated in 1873. 

Rules regarding kabushiki kaisha were set out in the Commercial Code of Japan. During the American 
occupation following World War II, the occupation authorities introduced revisions to the Commercial 
Code based on the Illinois Business Corporation Act of 1933, giving kabushiki kaisha many traits of 
American corporations 

Over time, Japanese and U.S. corporate law diverged, and K.K. assumed many characteristics not found 
in U.S. corporations. For instance, a K.K. could not buy back its own stock (a restriction which still 
stands), issue stock for a price of less than ¥50,000 per share (effective 1982), or operate with paid-in 
capital of less than ¥10 million (effective 1991). [4] 

On June 29, 2005, the Diet of Japan passed a new Corporation Code (^^t>i kaisha-ho ! ), which took 
effect on May 1, 2006. [5] The new law greatly affected the formation and function of K.K.'s and other 
Japanese business organizations, bringing them closer to their contemporary counterparts in the U.S. 

A complete translation into English of the new corporations law and summary analysis is available at 
w w w . j ap anlaw . inf o 

Formation 

A kabushiki kaisha may be started with capital as low as ¥1, making the total cost of a K.K. 
incorporation approximately ¥240,000 (about US$2,000) in taxes and notarization fees. Under the old 
Commercial Code, a K.K. required starting capital of ¥10 million (about US$87,000); a lower capital 
requirement was later instituted, but corporations with under ¥3 million in assets were barred from 
issuing dividends, and companies were required to increase their capital to ¥10 million within five years 
of formation. ^ 

The main steps in incorporation are: 

1. Preparation and notarization of articles of incorporation 

2. Receipt of capital, either directly or through an offering 

The incorporation of a K.K. is carried out by one or more incorporators (#|j£3 A. hokkinin 7 , sometimes 
referred to as "promoters"). Although seven incorporators were required as recently as the 1980s, a K.K. 
now only needs one incorporator, which may be an individual or a corporation. If there are multiple 
incorporators they must sign a partnership agreement before incorporating the company. 

Articles of incorporation 

The articles of incorporation of a K.K. must include, at a minimum: 

1 . The name of the company 

2. The purposes of the company 

3. The location of its head office 

4. The value or minimum amount of assets received in exchange for the initial issuance of shares 

5. The name and address of the incorporator(s) 
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The purpose statement requires some specialized knowledge, as Japan follows a strict ultra vires 
doctrine and does not allow a K.K. to be formed "for any purpose," as is legal in most of the English- 
speaking world. Judicial or administrative scriveners are often hired to draft the purposes of a new 
company. 

Additionally, the articles of incorporation must contain the following if applicable: 

1. Any non-cash assets contributed as capital to the company, the name of the contributor and the 
number of shares issued for such assets 

2. Any assets promised to be purchased after the incorporation of the company and the name of the 
provider 

3. Any compensation to be paid to the incorporators) 

4. Non-routine incorporation expenses which will be borne by the company 

Other matters may also be included, such as limits on the number of directors and auditors. The 
Corporation Code allows a K.K. to be formed as a close corporation Hl^^^tt hikokai 

kabushiki kaisha 1 ), in which case the board of directors must approve any transfer of shares between 
shareholders; this designation must be made in the articles of incorporation. 

The articles must be sealed by the incorporator s) and notarized by a notary public, then filed with the 
Legal Affairs Bureau in the jurisdiction where the company will have its head office. 

Receipt of capital 

In a direct incorporation, each incorporator receives a specified amount of stock as designated in the 
articles of incorporation. Each incorporator must then promptly pay their share of the starting capital of 
the company, and if no directors have been designated in the articles of incorporation, meet to determine 
the initial directors and other officers. 

The other method is an "incorporation by offering," in which each incorporator becomes the underwriter 
of a specified number of shares (at least one each), and the other shares are offered to other investors. As 
in a direct incorporation, the incorporators must then hold an organizational meeting to appoint the 
initial directors and other officers. Any person wishing to receive shares must provide an application to 
the incorporator, and then make payment for their shares by a date specified by the incorporator(s). 

Capital must be received in a commercial bank account designated by the incorporator(s), and the bank 
must provide certification that payment has been made. Once the capital has been received and certified, 
the incorporation may be registered at the Legal Affairs Bureau. 

Structure 

Board of directors 

Under present law, a K.K. must have a board of directors torishimariyaku kav ) consisting of 

at least three individuals. Directors have a statutory term of office of two years, and auditors have a term 
of four years. Close companies can exist with only one director, with no statutory term of office. 
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At least one director is designated as a representative director (ftHl&iSjSS daihyo torishimariyaku 7 ), 
holds the corporate seal and is empowered to represent the company in transactions. The representative 
director must "report" to the board of directors every three months; the exact meaning of this statutory 
provision is unclear, but some legal scholars interpret it to mean that the board must meet every three 
months. At least one director and one representative director must be a resident of Japan. ^ 

Directors are mandatories (agents) of the shareholders, and the representative director is a mandatory of 
the board. Any action outside of these mandates is considered a breach of mandatory dutyj 7 ^ 

Auditing and reporting 

Every K.K. with multiple directors must have at least one statutory auditor (H^t^S; kansayaku 7 ). 
Statutory auditors report to the shareholders, and are empowered to demand financial and operational 
reports from the directors. 

K.K.s with capital of over¥500m, liabilities of over¥2bn and/or publicly traded securities are required 
to have three statutory auditors, and must also have an annual audit performed by an outside CPA. 
Public K.K.s must also file securities law reports with the Ministry of Finance. 

Under the new Company Law, public and other non-close K.K.s may either have a statutory auditor, or a 
nominating committee (fg^ H shimei iinkav), auditing committee (USEIIH^ kansa iinkav) 
and compensation committee ($g|(H^M^ hoshu iinkav) structure similar to that of American public 
corporations. 

Close K.K.s may also have a single person serving as director and statutory auditor, regardless of capital 
or liabilities. 

A statutory auditor may be any person who is not an employee or director of the company. In practice, 
the position is often filled by a very senior employee close to retirement, or by an outside attorney or 
accountant. 

Officers 

Japanese law does not designate any corporate officer positions. Most Japanese-owned kabushiki kaisha 
do not have "officers" per se, but are directly managed by the directors, one of whom generally has the 
title of president 0j±|| shachd 7 ). The Japanese equivalent of a corporate vice president is a department 
chief H buchd 7 ). Traditionally, under the lifetime employment system, directors and department 
chiefs begin their careers as line employees of the company and work their way up the management 
hierarchy over time. This is not the case in most foreign-owned companies in Japan, and some native 
companies have also abandoned this system in recent years in favour of encouraging more lateral 
movement in management. 

Other legal issues 

Taxation 

Kabushiki kaisha are subject to double taxation of profits and dividends, as are corporations in most 



)://en.wikipedia.org/wiki/Kabushiki_kaisha 



12/20/2007 



Kabushiki kaisha - Wikipedia, the free encyclopedia 



Page 5 of 6 



countries. In contrast to many other countries, however, Japan also levies double taxes on close 
corporations (yugen kaisha and godo kaisha). This makes taxation a minor issue when deciding how to 
structure a business in Japan. As all publicly traded companies follow the K.K. structure, smaller 
businesses often choose to incorporate as a K.K. simply to appear more prestigious. 

In addition to income taxes, K.K.s must also pay registration taxes to the national government, and may 
be subject to local taxes. 

Derivative litigation 

Generally, the power to bring actions against the directors on the corporation's behalf is granted to the 
statutory auditor. 

Historically, derivative suits by shareholders were rare in Japan. Shareholders have been permitted to 
sue on the corporation's behalf since the postwar Americanization of the Commercial Code; however, 
this power was severely limited by the nature of court costs in Japan. Because the cost to file a civil 
action is proportional to the amount of damages being claimed, shareholders rarely had motivation to 
sue on the company's behalf. 

In 1993. the Commercial Code was amended to reduce the filing fee for all shareholder derivative suits 
to ¥8,200 per claim. This led to a rise in the number of derivative suits heard by Japanese courts, from 
31 pending cases in 1992 to 286 in 1999, and to a number of very high-profile shareholder actions, such 
as those against Daiwa Bank and Nomura Securities ^ 

See also 

■ Yugen kaisha 

■ Godo kaisha 

■ Gomei kaisha 

■ Goshi kaisha 

Footnotes 

1. A ")£ t^H r B j £ * * jftjft&l^," Asahi Shimbun, March 18, 2006. 
(summary) 

2. A Standard Bilingual Dictionary of Legal Terminology. 

3. A Ramseyer, Mark, and Minoru Nakazato, Japanese Law: An Economic Approach (Chicago: 
University of Chicago Press, 1999), p. 111. 

4. A Ramseyer, op. cit., p. 123. 

5. A a b Japan External Trade Organization, "Investing in Japan: Incorporating Your Business at the 
Internet Archive Wayback Machine." 
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■ This page was last modified 23:17, 13 October 2007. 

■ All text is available under the terms of the GNU Free Documentation License. (See Copyrights 
for details.) 

Wikipedia® is a registered trademark of the Wikimedia Foundation, Inc., a U.S. registered 501(c) 
(3) tax-deductible nonprofit charity. 
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THE BASIC AGREEMENT ON RESEARCH DEVELOPMENT AND SERVICE 

AGREEMENT made and entered into this first day of July 1995 
by and between: 

SHARP CORPORATION, a Japanese corporation having its 
principal place of business at 22-22 Nagaike-cho Abeno-ku 
Osaka 545 Japan (hereinafter referred to as " Sharp" ) 

and 

SHARP LABORATORIES OF AMERICA INC., a Washington corporation 
incorporated in the State of Washington having its principal 
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IN WITNESS WHEREOF the parties hereto have caused this 
Agreement to be executed in duplicate by their duly 
authorized officers or representatives as of the date first 
above written. 



SHARP LABORATORIES OF SHARP CORPORATION 
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